Application No. 10/524,108 

Reply to Office Action of December 1, 2008 

REMARKS 

Favorable reconsideration of this application as presently amended and in light of the 
following discussion is respectfully requested. 

Claims 1-2 and 4-12 are pending, Claims 1, 9 and 1 1 having been amended to correct 
nonsubstantive informalities. No new matter is added and no new issues are raised by these 
amendments. 

In the outstanding Office Action, Claims 1-2, 4-7 and 9-12 were rejected as being 
unpatentable over Abe (U.S. Patent No. 5,095,382) in view of Ito (U.S. Patent No. 5,708,725, 
hereinafter "Ito"); and Claim 8 was rejected as being unpatentable over Abe in view of Ito 
and in further view of Matsumoto et al. (U.S. Patent No. 4,027,1 13, hereinafter 
" Matsumoto "). 

By way of summary, the Office has reopened prosecution in view of the Appeal Brief 
filed September 8, 2008. The Office's new ground of rejection is based on 35 U.S.C. § 103 
based on Abe in view of Ito. The Appeal Brief was directed to a 35 U.S.C. § 102 rejection 
based on Abe for these claims. 

Applicants traverse the present rejection of Claims 1-2, 4-7 and 9-12 as being 
unpatentable based on Abe in view of Ito. 

On page 4 of the Office Action, the Office agrees that Abe does not disclose the third 
element of Claim 1, namely "[when] the apparatus is mounted on the battery charger so as to 
engage the engaged section with the engaging section, the electrode is press-attached against 
the contact member with a force greater than a weight of the device due to an angular 
moment centered around the engaging section of the apparatus due to the weight of the 
apparatus". The Office Action agrees that Abe is silent about this feature. However, the 
Office attempts to cure this deficiency by citing Ito's disclosure of tension coil springs (14), 
(15) that have a spring-biasing force larger than the weights of the headphone units (2), (3). 
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In particular, the Office relies on "the tension coil springs (14), (1 5) having spring-biasing 
forces larger than the weights of the headphone units (2), (3) as corresponding to the claimed 
"the electrode is press-attached against the contact member with a force greater than a weight 
of the device due to an angular moment centered around the engaging section of the 
apparatus due to the weight of the apparatus", as claimed. 

All of the comments regarding Abe , the primary reference, provided in the Appeal 
Brief of September 8, 2008, are hereby incorporated by reference in their entirety. Thus the 
present discussion will be directed to Ito, and whether it fairly teaches the above-described 
claim element, which the Office admits is absent in Abe . 

Applicants traverse the assertion that Ito discloses the "electrode being press-attached 
with a force greater than a weight of the device due to an angular moment . . . due to the 
weight of the apparatus ", as claimed. Ito is directed to a headphone that solves the problem 
of different listeners having to adjust a position of the headphone relative to the headband in 
accordance with the size of the listener's head (column 1, lines 40-43). Also, Ito attempts to 
solve the problem of having a large space occupied by the headphone, when the headphone 
unit portions are extended after a user has worn the headphones (column 1, lines 43-47). The 
solution offered by Ito is shown in the comparison of Figures 3 and 4, where Figure 3 shows 
the headphone units 2 and 3 in a retracted position suitable for storage, and Figure 4 showing 
the headphone units 2 and 3 in an extended position when in use. As can be seen, in Figure 
4, when in use, the headphone units 2 and 3 are extended, by stretching of the coil springs 14 
and 15. These tension coil springs 14 and 15 have spring-biasing forces that are larger than 
the weights of the headphone units 2, 3, which hold the headphone units 2, 3 in position over 
the user's ears. When removed from the user's head, the spring-biasing forces retract the 
headphone units 2 and 3 to their retracted state (see Figure 3) because the headphone units 2- 
3 no longer experience a frictional force due to being placed against the user's head. 
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Once again the Office Action asserts that Ito cures the deficiency of Abe by disclosing 
the claimed element "[when] the apparatus is mounted on the battery charger so as to engage 
the engaged section with the engaging section, the electrode is press-attached against a 
contact member with a force greater than the weight of the device due to an angular moment 
centered around the engaging section of the apparatus due to the weight of the apparatus ". 
However, Ito discloses nothing about this feature and discloses nothing about exerting a force 
greater than a weight of the device due to an angular moment . . . due to the weight of the 
apparatus , as claimed. Instead, the Office relies on the spring-biasing forces of tension coil 
springs 14 and 15. Spring-biasing forces, are not a force from an angular moment due to the 
weight of the apparatus. Instead, as explained in Ito, the force exerted by the tension coil 
springs is due to the spring-biasing forces. Ito does not use an angular moment due to the 
weight of the apparatus that would provide any teaching that would correspond to the lacking 
claim element of Claim 1 . 

As discussed in the Appeal Brief, Applicants renew their assertion that the Office 
Action does not reasonably rely on sound engineering physics when combining Abe in view 
of Ito to arrive at the missing claim element of Claim 1 . Neither Abe nor Ito disclose an 
electrode making contact with the contact member at a position between a perpendicular line 
passing through a center of gravity at the apparatus and the engaging section, which would 
give rise to an angular moment as claimed. Furthermore, there is no analysis whatsoever in 
the outstanding Office Action that would somehow equate the spring-biasing forces in Ito, 
with the force due to an angular moment and weight of the apparatus, as claimed. Applicants 
submit that there is no correlation: a spring-biasing force is different than a force due to an 
angular moment, as claimed. The Office Action completely misses this point, as did the final 
rejection that necessitated Applicants file the Appeal Brief of September 8, 2008. 
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An obviousness rejection requires that all of the elements in the rejected claim be 
found in the asserted prior art. Neither Abe nor Ito, for the reasons discussed above, disclose 
the element "[when] the apparatus is mounted . . . with a force greater than a weighted device 
due to an angular moment . . . due to the weight of the apparatus ", as claimed in amended 
Claim 1 . As such it is respectfully that the Office has failed in its duty to provide a prima 
facie case of obviousness. 

Although of differing statutory class and/or scope it is respectfully submitted that 
Claims 2, 4-7 and 9-12, also patentably define over the asserted prior art for substantially the 
same reasons discussed above with regard to amended Claim 1 . 

Claim 8 stands rejected as being unpatentable over Abe in view of Ito and in further 
view of Matsumoto . Assuming arguendo that Matsumoto does disclose the particular feature 
of dependent Claim 8, nevertheless Matsumoto does not cure the deficiencies discussed 
above with regard to Abe and Ito, with respect to Claim 1 . 

Consequently, in view of the above comments it is respectfully submitted that the 
invention defined by Claims 1-2, and 4-12 patentably defines over the asserted prior art. The 
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present is therefore believed to be in condition for formal allowance and an early and 

favorable reconsideration of this rejection is therefore requested. 

Respectfully submitted, 

OBLON, SPIVAK, McCLELLAND, 
MAIER & NEUSTADT, P.C. 
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